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DETAILED ACTION 

1. The following is a supplemental action to the final rejection mailed March 10, 2005. Accordingly, 
the statutory response period is being restarted to coincide with the mailing of this supplemental action. 

Claim Objections 

2. Claim 14 is objected to because of the following informalities: Claim 14 is written in improper 
English and unclear because of this deficit. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention. 

4. Claims 11-12 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

5. Claims 11-12 refer to a terminal. Claim 1 1 defines terminal as a data carrier with a computer 
program. Data carrier is broad and undefined. It is unclear what scope of coverage is sought by 
Applicant. A piece of paper can fit the definition of data carrier as given in claim 1 1 . Applicant is strongly 
advised to clearly define data carrier. Claim 12 further defines terminal as a cable modem, a personal 
computer, a telephone, a television set, a radio station or a mobile radio unit. It is unclear how a data 
carrier with a computer program can be a cable modem, a personal computer, a telephone, a television 
set, a radio station or a mobile radio unit. Applicant is advised to avoid any modifications involving new 
matter. 

6. For purposes of compact prosecution claim 1 1 is treated as a computer program according to 
claim 9. For purposes of compact prosecution claim 12 is treated as a terminal comprising a personal 
computer. 

7. Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
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Claim 14 is written in such poor grammatical English as to render the claim indefinite because the 
Examiner is unclear what is being designated by the QOS category or if there is any differentiation 
between claim 14 and the limitations previously recited within claim 1. 

Claim Rejections - 35 (JSC § 101 

8. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

9. Claims 11-12 rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

10. Regarding claims 11-12, Applicant describes a data carrier comprising a computer program. A 
data carrier is not necessarily a computer-readable medium. Because the program is not on a computer- 
readable medium, it is considered non-statutory. See MPEP 2106(IB)(B)(1)(a). Even in cases where 
nonfunctional descriptive material is recorded on some computer-readable medium, it is not statutory 
since no requisite functionality is present to satisfy the practical application requirement. Merely claiming 
nonfunctional descriptive material stored in a computer-readable medium does not make it statutory. 
Such a result would exalt form over substance. See In re Sarkar, 588 F.2d 1330, 1330, 200 USPQ 132, 
137 (CCPA 1978). "Nonfunctional descriptive material" includes but is not limited to music, literary works 
and a compilation or mere arrangement of data, i.e. a program, such as the one claimed. Where certain 
types of descriptive material, such as music, literature, art, photographs and mere arrangements or 
compilations of facts or data, are merely stored so as to be read or outputted by a computer without 
creating any functional interrelationship, either as part of the stored data or as part of the computing 
processes performed by the computer, then such descriptive material alone does not impart functionality 
either to the program, or to the computer. See MPEP 2106(IV)(B)(1)(b). The invention, as presently 
claimed, clearly recites a program without a hardware relationship allowing said program to be stored in 
order for said program to be executed by a computer. Examiner suggests that Applicant amend claims 
11-12 to utilize a "computer-readable medium" in order to overcome the rejection based upon 35 U.S.C. 
101. 



Application/Control Number: 09/91 8,503 Page 4 

Art Unit: 2145 

1 1 . Claim 16 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Claim 16 is directed to a computer program, which is in itself not contained 
within a statutory embodiment. 



Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an application filed 
in the United States only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

13. Claims. 1-3, 6, 8-11, and 13-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hattori et al. (U.S. Patent No. 6,094,674). 

14. Regarding claim 1 , Hattori discloses a method of supplying a service or an application, 
comprising the steps: a service required by a customer or an application required by the customer is 
linked to a QoS category selected by the customer and the required service or the required application is 
supplied to the customer with the QoS category selected by the customer (Hattori discloses a customer 
selecting a service and choosing the QoS to provide the service. See Figures 10 and 11. See Abstract. 
See column 3, lines 36-53. See column 4, lines 36-67.). By this rationale claim 1 is rejected. 

15. Regarding claim 2, Hattori discloses a request to supply a service or an application is received 
from a terminal of the customer, a request to select one of at least two QoS categories is transmitted to 
the customer, the selected QoS category is received from the terminal and the requested service or the 
requested application is supplied with the selected QoS category (See column 13, lines 1-21 . See Figure 
1 1 . See Abstract.). By this rationale claim 2 is rejected. 

16. Regarding claim 3 t the limitations of this claim are substantially the same as those in claim 2. 
Therefore the same rationale for rejecting claim 2 is used to reject claim 3. By this rationale claim 3 is 
rejected. 
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17. Regarding claim 6, the limitations of this claim are substantially the same as those in claim 1. 
Therefore the same rationale for rejecting claim 1 is used to reject claim 6. By this rationale claim 6 is 
rejected. 

18. Regarding claim 8, Hattori discloses said mainframe being structured as a resources 
management unit, a head end or a base station (Hattori discloses an information processing system with 
an agent function that controls apparatuses and supervises performance. Examiner considers this a 
resources management unit. See Hattori, column 2, lines 33-61). By this rationale claim 8 is rejected. 

19. Regarding claim 9, Hattori discloses enable selection of at least one QoS category when the 
computer program is run on a computer (See Hattori, Figure 1 1 . See Hattori, Abstract. See Hattori, 
column 13, lines 1-10.). By this rationale claim 9 is rejected. 

20. Regarding claim 10, Hattori discloses enabling selection of parameters of at least one QoS 
category (Hattori teaches a "set details" QoS option where the user defines the communication route 
selection. See Hattori, column 13, lines 15-16.). By this rationale claim 10 is rejected. 

21 . Regarding claim 1 1 , the limitations of this claim are substantially the same as those in claim 9. 
Therefore the same rationale for rejecting claim 9 is used to reject claim 1 1 . By this rationale claim 11 is 
rejected. 

22. Regarding claim 1 3, the limitations of this claim are substantially the same as those in claim 1 . 
Therefore the same rationale for rejecting claim 1 is used to reject claim 13. By this rationale claim 13 is 
rejected. 

23. In regard to claim 14, Hattori is applied as in claim 1 . Hattori further discloses designating all 
services and applications a QOS category personally selected by a customer. As shown in the rejection 
for claim 1 , a QOS category can be designated by a customer. See Hattori, column 2, lines 49-61 . See 
Hattori, column 3, lines 36-53. See Hattori, column 4, lines 64-67. See Figures 10-17, 25 and 27 for 
examples of selecting a service and selecting a category of QOS for said service. By this rationale claim 
14 is rejected. 
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24. In regard to claim 15, Hattori is applied as in claim 1 . Hattori further discloses changing the QOS 
category online. See Hattori, column 12, line 58 - column 13, line 20, where a terminal on a network is 
used to change the QOS category. By this rationale claim 15 is rejected. 

25. In regard to claim 16, Hattori is applied as in claim 1 . Hattori further discloses selection of a QOS 
category for each sen/ice or application. As shown in the rejection for claim 1 , a QOS category can be 
designated by a customer. See Hattori, column 2, lines 49-61. See Hattori, column 3, lines 36-53. See 
Hattori, column 4, lines 64-67. See Figures 10-17, 25 and 27 for examples of selecting a service and 
selecting a category of QOS for said service. By this rationale claim 16 is rejected. 

26. 

Claim Rejections - 35 USC § 103 

27. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

28. Claims 4 and 7 rejected under 35 U.S.C. 103(a) as being unpatentable over Hattori in view of 
Yamamura et al. (U.S. Patent No. 6,028,838). 

29. Regarding claim 4, Hattori is applied as in claim 1 . Hattori fails to disclose a saved preselection of a 
QoS category by the customer is accessed, the service required by the customer or the application required by 
the customer is linked to the QoS category preselected by the customer and the required service or the 
required application is supplied to the customer with the QoS category selected by the customer 

30. Yamamura discloses a saved preselection of a QoS category by the customer is accessed, the 
service required by the customer or the application required by the customer is linked to the QoS category pre- 
selected by the customer and the required service or the required application is supplied to the customer with 
the QoS category selected by the customer. [See Yamamura, column 3, line 65 - column 4, line 5. See 
Yamamura, figure 7, item 49. See Yamamura, figure 1 0B. ] 
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31 . It would have been obvious to one of ordinary skill in the networking art at the time of the invention to 
pre-determine a service as taught by Yamamura in a QoS selection system taught by Hattori for the purpose of 
efficiently selecting a service provider [See Yamamura, column 10, line 18-25]. Hattori gives motivation to 
combine the two teachings by stating that the user interface handles connections based on the user's operation 
procedure [see Hattori, column 7, line 24-column 8, line 1 7]. By this rationale, claim 4 is rejected. 

32. Regarding claim 7, the limitations of this claim are substantially the same as those in claim 4. 
Therefore the same rationale for rejecting claim 4 is used to reject claim 7. By this rationale claim 7 is rejected. 

33. Claim 5 rejected under 35 U.S.C. 103(a) as being unpatentable over Hattori in view of Yamato et al. 
(U.S. Patent No. 6,094,431). 

34. Regarding claim 5, Hattori is applied as in claim 1 . Hattori fails to disclose a supplied QoS category 
can be changed by the customer during the period of supply or an application by transmitting a new QoS 
category. » 

35. However, Yamato teaches a supplied QoS category can be changed by the customer during the 
period of supply or an application by transmitting a new QoS category [Yamato teaches changing the amount 
of resource reserved in a virtual connection for transferring data packets. See Yamato, column 3, lines 37-56]. 

36. It was obvious to one of ordinary skill in the networking art at the time of the invention to combine 
Yamato's teaching of altering the QoS of a connection with the teachings of Hattori because of a problem with 
undesirable increase of packet transfer delay [See Yamato, column 2, lines 28-43]. Hattori gives motivation to 
combine the references by stating that the content of the services delivered to the users can be altered 
[Examiner considers content of the service to include QoS parameters. See Hattori, column 20, lines 47-60]. 
By this rationale claim 5 is rejected. 

37. Claim 12 rejected under 35 U.S.C. 103(a) as being unpatentable over Hattori in view of How Networks 
Work . 

38. Regarding claim 12, Hattori is applied as in claim 11. Hattori fails to disclose that a terminal can be 
comprised of a cable modem, a personal computer, a telephone, a television set, a radio station, or a mobile 
radio unit. 

39. However, How Networks Work discloses that a personal computer can function as a terminal. (See 
pages 62-63.). 
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It would have been obvious to one of ordinary skill in the networking art at the time the invention was 
made to use a personal computer as a terminal in the invention described by Hattori since How Networks Work 
teaches a personal computer can function as a terminal and as an access point to a mainframe or server (see 
How Networks Work , page 63). Hattori gives motivation to combine the references by stating that terminals 
connect to servers (see Hattori, column 9, lines 39-59). By this rationale claim 12 is rejected. 

Conclusion 

40. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 

the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 

j 

of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571) 272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Valencia Martin-Wallace can be reached on 571-272-6159. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 
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